
CP3: Distinctiveness - Figurative Marks 

containing descriptive/non-distinctive 

words

“Establish a common practice in relation to when a figurative mark, containing purely 

descriptive /non- distinctive words, passes the absolute grounds examination because 

the figurative element renders sufficient distinctive character.”

Convergence Programme



Objectives : Develop common practices…

CONVERGENCE PROGRAMME VISION - ““To establish and communicate 

clarity, legal certainty, quality and usability for both applicant and office.””

 Which do not require legislative amendments;

 Which will be put in practice by the Participating National IP Offices, BOIP and

OHIM;

 Which will be made available in all EU languages
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CP3. Distinctiveness – Figurative marks containing 

descriptive/non-distinctive words 

Common Practice Document

June 2015:  Unanimous 

endorsement at the Administrative 

Board Meeting. 
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CP3. Stakeholders

• IMPLEMENTING OFFICES

AT, BG, BX, CY, CZ, DE, DK, EE, ES, FR, GR, HR, HU, IE, LT, LV, MT, NO, 
OHIM, PT, RO, SE, SI, SK, UK 

• PARTICIPATING BUT NOT IMPLEMENTING OFFICES

CH, IT, PL, TR

• NON-PARTICIPATING OFFICES

FI

• USER ASSOCIATIONS (observers)

AIM, ECTA, EFPIA
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CP3. Results of the first survey (2012)

16
11

1

Do you have any guidelines for examiners on the examination of 
absolute grounds for refusal as regards figurative trademarks 

containing purely descriptive/ non distinctive words? 

No Yes N/A
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• The objective of this project is to find a common practice in relation
to when a figurative mark, containing purely descriptive/non
distinctive words, passes the absolute grounds examination
because the figurative element renders sufficient distinctive
character.

Scope

• Language issues: consider for the sake of the project that the word elements 
are fully descriptive/non-distinctive in your language 

• Interpretation of disclaimers

• Use of the trade mark  

Out of 
scope
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Scope of the common practice



With respect to the word elements in the mark:

• Typeface and font

• Combination with colour
• Combination with punctuation marks and other symbols
• Position of the word elements (sideways, upside-down, etc.)

With respect to the figurative elements in the mark:
• Use of simple geometric shapes

• The position and proportion (size) of the figurative element in relation to the word 
element

• Whether the figurative element is a representation of, or has a direct link with, 
the goods and/or services

• Whether the figurative element is commonly used in trade in relation to the 
goods and/or services applied for

With respect to both the word and the figurative elements in the mark:

• How combinations of the criteria affect distinctiveness?
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Overview of the criteria



Kick-off meeting February 2012 

Work Package meetings October 2012,  June and October 2013 –

start of drafting common practice, finding the legal grounds.

Work Package meetings February, April, June and December 2014

– further work on the common practice. Final agreement on the eight 

individual criteria and their combinations.

Working Group meeting in February 2015: The principles of the 

common practice are finalised.

02

03

01

04

CP3. RECAP: Steps taken
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WP1, WP2 and WP3 documents sent and approved by working 

group

Presentation and acknowledgment at the Liaison Meeting April 2015.

Unanimous endorsement at the Administrative Board Meeting:  June 

2015 

3 deliverables: Principles of the New Common Practice Document, 

Communication          

Plan Document, Implementation Strategy Document

Working Group Implementation meeting June 2015 – Common 

Communication

05

06

07

CP3. RECAP: Steps taken

08
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• In general, descriptive/non-distinctive word elements appearing in

basic/standard typeface, lettering or handwritten style typefaces–

with or without font effects (bold, italics) – are not registrable.

• Where standard typefaces incorporate elements of graphic design

as part of the lettering, those elements need to have sufficient

impact on the mark as a whole to render it distinctive. When these

elements are sufficient to distract the attention of the consumer

from the descriptive meaning of the word element or likely to create

a lasting impression of the mark, the mark is registrable.
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A.1. Typeface and font

A. With respect to the word elements in the mark 



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Basic typeface.

(Class 30: Coffee)

Slight font variations.

A.1.
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Typeface and font



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Handwritten typeface.

(Class 30: Coffee)

Handwriting style typeface.

A.1.
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Typeface and font



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 29: Sardines)

Lower case and capital letters.

(Class 29: Sardines)

Standard typeface and italics.

A.1.
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Typeface and font



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 29: Sardines)

Internal capitalization of letters which does not

affect the meaning of the word element.

(Class 29: Sardines)

Typeface with a certain peculiarity, but remaining

largely normal.

A.1. Typeface and font
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DISTINCTIVE DISTINCTIVE

(Class 20: Kits of parts for assembly into furniture)

Typeface with sufficient degree of stylization, with

the possibility of interpreting the individual

characters in different ways.

(Class 30: Coffee)

Graphically designed typeface. Some letters are

harder to recognize.

A.1. Typeface and font
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DISTINCTIVE DISTINCTIVE

(Class 30: Coffee)

Handwritten lettering which is stylized to the extent

that it is illegible, i.e., no descriptive meaning can

be extracted.

A.1. Typeface and font
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NON-DISTINCTIVE NON-DISTINCTIVE

A.1. Typeface and font
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DISTINCTIVE DISTINCTIVE

A.1. Typeface and font
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• The mere “addition” of a single colour to a descriptive/non-distinctive

element, either to the letters themselves or as a background, will not be

sufficient to give the mark distinctive character.

• Use of colours is common in trade and would not be seen as a badge of

origin. However, it cannot be excluded that a particular arrangement of

colours, which is unusual and can be easily remembered by the relevant

consumer, could render a mark distinctive.
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A.2. Combination with colour



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Addition of one single colour to a basic/normal

typeface (Coloured letters).

(Class 30: Coffee)

Addition of one single colour to a basic/normal

typeface (Coloured background or frame).

A.2.
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Combination with colour



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Addition of one single colour to a basic/normal

typeface (Coloured outline).

(Class 30: Coffee)

Addition of one single colour to a basic/normal

typeface (Gradient colour).

A.2.
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Combination with colour



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Addition of one single colour to a basic/normal

typeface (Coloured background or frame).

(Class 30: Coffee)

In this example, the application of many different

colours to the lettering may catch the eye of the

consumer, but it will do nothing to help the

consumer to distinguish the goods and/or

services of one undertaking from those of others,

as the particular arrangement of colours will

neither be perceived nor remembered by the

consumers.

A.2.
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Combination with colour



NON-DISTINCTIVE NON-DISTINCTIVE

A.2. Combination with colour
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DISTINCTIVE DISTINCTIVE

A.2. Combination with colour
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Combination with colourA.3. Combination with punctuation marks and other symbols

• In general, the addition of punctuation marks or other symbols

commonly used in trade does not add distinctive character to a sign

consisting of descriptive/non distinctive word elements.



NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

The addition of quotation marks does not add

distinctive character to the sign.

(Class 29: Sardines)

The addition of a full stop or a trade mark sign

does not add distinctive character to the sign.

A.3.
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Combination with punctuation and other symbols



NON-DISTINCTIVE NON-DISTINCTIVE

A.3. Combination with punctuation and other symbols
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DISTINCTIVE DISTINCTIVE

A.3. Combination with punctuation and other symbols
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A.4. Position of the word elements (Sideways, upside-down, ...)

• The way in which the word elements are positioned can add

distinctive character to a sign when it is capable of affecting the

consumer’s perception of the meaning of said word elements. In

other words, the arrangement must be of such a nature that the

average consumer focuses on it rather than immediately

perceiving the descriptive message.

• In general, the fact that the word elements are arranged in vertical,

upside-down or in one, two or more lines is not sufficient to endow

the sign with the minimum degree of distinctive character that is

necessary for registration.
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Text in three lines read from left to right.

(Class 30: Coffee)

All the text is upside-down.

A.4. Position of the word elements 
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

All the text is vertical.

A.4. Position of the word elements 
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DISTINCTIVE DISTINCTIVE

(Class 30: Coffee)

The text is presented in an original manner. The

particular configuration is capable of affecting the

consumer’s perception of the word elements.

(Class 30: Coffee)

The text is presented in an original manner The

particular configuration is capable of affecting the

consumer’s perception of the word elements.

A.4. Position of the word elements 
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NON-DISTINCTIVE NON-DISTINCTIVE

A.4. Position of the word elements
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DISTINCTIVE DISTINCTIVE

A.4. Position of the word elements
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B.1. Use of simple geometric shapes

B. With respect to the figurative elements in the mark 

• Combination with simple geometric shapes such as points, lines, line

segments, circles, triangles, squares, rectangles, parallelograms,

pentagons, hexagons, trapezia and ellipses are unlikely to be acceptable,

in particular when used as a frame or border.

• This is because a geometric shape which merely serves to underline,

highlight or surround the word element will not have sufficient impact on

the mark as a whole to render it distinctive. On the other hand, geometric

shapes can add distinctiveness to a sign when their presentation,

configuration or combination with other elements creates a global

impression which is sufficiently distinctive.
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Example of a simple geometric shape which is used

as a frame or border, not considered to be

acceptable.

(Class 30: Coffee)

Example of a simple geometric shape which is

used as a frame or border, not considered to be

acceptable.

B.1. Simple geometric shapes
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

Example of a simple geometric shape which is used

as a frame or border, not considered to be

acceptable.

(Class 30: Coffee)

Example of a simple geometric shape which is

used as a frame or border, not considered to be

acceptable.

B.1. Simple geometric shapes
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DISTINCTIVE DISTINCTIVE

(Class 30: Coffee)

Example of a particular configuration of non-distinctive

word elements with a simple geometric shape which

renders the mark acceptable in its totality because of

the special arrangement of how the words and the

shape are overlapping as well as the relatively large

size of the shape as compared to the words. The shape

is not merely seen as underlining, highlighting or

surrounding the words. It is assumed that the

figurative element is not a representation of

packaging.

(Class 30: Coffee)

Example of a particular configuration of non-

distinctive word elements with a simple geometric

shape which renders the mark acceptable in its

totality because of the special arrangement of how

the words and the shape are overlapping as well as

the relatively large size of the shape as compared to

the words. The shape is not merely seen as

underlining, highlighting or surrounding the words. It

is assumed that the figurative element is not a

representation of packaging.

B.1. Simple geometric shapes
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DISTINCTIVE DISTINCTIVE

(Class 30: Coffee)

Example of a particular combination of geometric

shapes with descriptive words, which renders the

mark distinctive as a whole.

(Class 30: Coffee)

Example of a particular combination of geometric

shapes with descriptive words, which renders the

mark distinctive as a whole.

B.1. Simple geometric shapes
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NON-DISTINCTIVE NON-DISTINCTIVE

B.1. Simple geometric shapes
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DISTINCTIVE DISTINCTIVE

B.1. Simple geometric shapes
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Combination with colourB.2. The position and proportion (size) of the figurative element in 

relation to the word element

• In general, when a figurative element that is distinctive on its own is

added to a descriptive and/or non-distinctive word element, then the

mark is registrable, provided that said figurative element is, due to its

size and position, clearly recognizable in the sign.
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 29: Sardines)

The red device appearing on the letter “i” is hardly

recognizable.

(Class 30: Coffee)

The figurative element is so small that it is not

recognizable.

B.2. Position and proportion of the figurative element
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DISTINCTIVE DISTINCTIVE

(Class 30: Coffee)

Figurative element is distinctive in itself and large

enough to be recognized in the mark as a whole.

B.2. Position and proportion of the figurative element
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NON-DISTINCTIVE NON-DISTINCTIVE

B.2. Position and proportion of the figurative element
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DISTINCTIVE DISTINCTIVE

B.2. Position and proportion of the figurative element
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B.3. The figurative element is a representation of, or has a direct link 

with  the goods and services

• A figurative element is, in principle, considered to be descriptive 

and/or devoid of distinctive character whenever:

- It is a true-to-life portrayal of the goods and services 

- It consists of a symbolic/stylised portrayal of the goods and 

services that does not depart significantly from the common 

representation of said goods and services;

• A figurative element which does not represent the goods and

services but has a direct link with the characteristics of the goods

and/or services will not render the sign distinctive, unless it is

sufficiently stylised.
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 29: Sardines)

The figurative element shows the picture of a

sardine, and therefore a true-to-life portrayal of the

goods. Neither the typeface (basic/standard), the

position of the word elements, the overall

composition of the mark, nor any other elements

endow the mark with the required minimum degree

of distinctive character.

(Class 29: Sardines)

The figurative element shows a typical sardine

tin, which is commonly used in trade as a

packaging for sardines, and therefore consists of

a symbolic/stylised portrayal of the goods that

does not depart significantly from a common

representation of said goods. Neither the

typeface (basic/standard), the position of the

word elements, the overall composition of the

mark, nor any other elements endow the mark

with required minimum degree of distinctive

character.

B.3. The figurative element is a representation of the G&S
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 29: Sardines)

The figurative element shows the picture of a

sardine, and therefore a true-to-life portrayal of the

goods. Neither the typeface (basic/standard), the

position of the word elements, the overall

composition of the mark, nor any other elements

endow the mark with the required minimum degree

of distinctive character.

(Class 29: Sardines)

The figurative element shows a typical sardine

tin, which is commonly used in trade as a

packaging for sardines, and therefore consists of

a symbolic/stylised portrayal of the goods that

does not depart significantly from a common

representation of said goods. Neither the

typeface (basic/standard), the position of the

word elements, the overall composition of the

mark, nor any other elements endow the mark

with the required minimum degree of distinctive

character.

B.3. The figurative element is a representation of the G&S
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 37: Pest control services)

The figurative element does not represent the

services but still has a direct link with the

characteristics of the services. The sign is not

sufficiently stylised.

B.3. The figurative element is a representation of the G&S
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DISTINCTIVE DISTINCTIVE

(Class 29: Sardines)

By using sardines as the letters “F” and “i” this

sign creates an impression which is sufficiently far

removed from that produced by the mere

combination of the non-distinctive/descriptive

figurative and word elements, being more than the

sum of its parts.

(Class 29: Sardines)

The figurative element consists of a walking

fishbone, and therefore a symbolic/stylised

portrayal of the goods that departs significantly

from a common representation of said goods.

B.3. The figurative element is a representation of the G&S
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DISTINCTIVE DISTINCTIVE

(Class 37: Pest control services)

The figurative element has a direct link with the

characteristics of the services, but the sign is

sufficiently stylised.

B.3. The figurative element is a representation of the G&S
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NON-DISTINCTIVE NON-DISTINCTIVE

B.3.The figurative element is a representation of the G&S
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DISTINCTIVE DISTINCTIVE

B.3.The figurative element is a representation of the G&S
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B.4. The figurative element is commonly used in trade in relation to the 

goods and services applied for 

• In general, figurative elements that are commonly used or are

customary in trade in relation to the goods and/or services claimed

do not add distinctive character to the mark as a whole.
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 30: Coffee)

The claimed mark would be understood by the

relevant public as a clear and direct indication of

quality and not as an indication of the origin of the

goods.

The figurative elements are devoid of any striking,

unusual or original features and will simply be seen

as a common label which will not be retained by the

average consumer as distinctive.

(Class 30: Coffee)

Price tags are commonly used in trade for all

kinds of goods.

B.4. The figurative element is commonly used in trade
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NON-DISTINCTIVE NON-DISTINCTIVE

(Class 29: Sardines)

Coloured price tags are commonly used in trade for

all kinds of goods, and the combination with the

descriptive word elements is not sufficient to

render the mark distinctive.

(Class 45: Legal services)

The “scales of justice” are commonly used in

trade for legal services.

B.4. The figurative element is commonly used in trade
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NON-DISTINCTIVE NON-DISTINCTIVE

B.4. The figurative element is commonly used in trade
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DISTINCTIVE DISTINCTIVE

B.4. The figurative element is commonly used in trade
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C. How do combinations of the above criteria affect distinctiveness? 

• In general, a combination of figurative elements and word

elements, which are – considered individually – devoid of

distinctive character, does not give rise to a distinctive mark.

• Nevertheless, a combination of such elements when considered as

a whole could be perceived as a badge of origin due to the

presentation and composition of the sign. This will be the case

where the combination results in an overall impression which is

sufficiently far removed from the descriptive/non-distinctive

message conveyed by the word element.
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C. Combinations of criteria



C. How do combinations of the above criteria affect distinctiveness? 

In order for a sign to be registrable, it has to have a minimum level of

distinctiveness. The purpose of the scale is to illustrate where that

threshold is.

The examples below from left to right contain elements with an

increasing impact on the distinctiveness of the marks,

resulting in marks which are either non-distinctive in their totality (red

column) or distinctive in their totality (green column).
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C. Combinations of criteria
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Non-distinctive Distinctive



NON-DISTINCTIVE NON-DISTINCTIVE

C. Combinations of criteria
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DISTINCTIVE DISTINCTIVE

C. Combinations of criteria
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CP3. Implementing the common practice

Common practice: what has changed?

 The first survey that was conducted at the beginning of the Project showed

that only 11 out of 28 Offices had guidelines on this particular issue. The

Common Practice will enhance legal certainty, and will serve to

communicate the practice will clarity.
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CP3. Implementing the common practice

Common Communication 

Document
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CP3. Implementing the common practice:  Common Communication

Implementation date: 

Publication date (02/10/2015) + max. three months
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Thank You!

(+ 34) 965 139 100  (switchboard)

(+ 34) 965 139 400  (e-business technical incidents)

(+ 34) 965 131 344  (main fax)

information@oami.europa.eu

e-businesshelp@oami.europa.eu

twitter/oamitweets

youtube/oamitubes

www.oami.europa.eu
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